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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Notice to Applicant 

1 . This communication is in response to the application filed 08/25/00. Claims 1-41 
are pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-20, 24-26, and 30-41 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

The basic of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technology arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. More ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. In present case, claims 1-20, 24- 
26, and 30-41 do not show anything in the body of the claims that recite any structure of 
functionality to suggest that a computer performs the recited steps. 
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As such, the above deficiencies may be cured by simply explicitly reciting that the 
claimed method/process steps are embodied or implemented on a "computer system" 
or on a "computer readable-medium" within the body of^HEK^of the claim and not 
just in the preamble (as appropriate), provided Applicant show proper support for such 
recitations in the originally filed specification. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morgan et al (5,799,286) in view of Ulwick (6,1 15,691). 

(A) As per claim 1 , Morgan discloses a method of creating a model of a process, 
comprising: identifying activities that comprise the process (Col. 4, lines 12-67 to Col. 5, 
line 34); identifying measurable drivers for each of the activities (Col. 4, lines 12-67 to 
CoL5, line 34); costing the drivers (Col. 17, lines 22-67; Col. 18, lines 65-67 to Col. 19, 
line 3). 

Morgan does not explicitly disclose representing a relationship between various 
drivers to reflect interdependence between activities; and building a function that 
represents the process by using the relationships. 
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However, these features are known in the art, as evidenced by Ulwick. In 
particular, Ulwick suggests representing a relationship between various drivers to reflect 
interdependence between activities (See Ulwick, CoL1, lines 14-67 to Col. 2, line 12); 
and building a function that represents the process by using the relationships (See 
Ulwick, Col.1, lines 14-67 to Col.2, line 12). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Ulwick within the system of Morgan with the 
motivation of providing business strategy, develop new and improved products, identify 
marketing channels, and identify product features that will deliver the most value to the 
customer (See Ulwick, CoL12, line 7-15). 

(B) As per claim 2, Ulwick discloses the method wherein the step of building a 
function includes the steps of representing each activity as a function of its drivers, and 
using certain of said activity representations in said function representative of the 
process (See Ulwick, CoU, lines 14-67 to Col.2, line 12). 

The motivation for combining the respective teachings of Morgan and Ulwick are 
as discussed above in rejection of claim 1 , and incorporated herein. 

(C) As per claim 3, Ulwick discloses the method additionally comprising the steps of 
optimizing the function, and using the results from said optimization step to revise the 
function (Col.11, lines 15-67 to Col. 12, line 15). 

The motivation for combining the respective teachings of Morgan and Ulwick are 
as discussed above in rejection of claim 1 , and incorporated herein. 
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(D) As per claim 4, Morgan discloses the method wherein said step of identifying 
measurable drivers includes the step of identifying economic and non-economic drivers 
(Col.1, lines 10-56). 

(E) As per claim 5, Ulwick discloses the method wherein said step of costing the 
drivers includes identifying at least one of fixed and variable components (Col.1, lines 
30-67; Col.3, lines 27-67). 

The motivation for combining the respective teachings of Morgan and Ulwick are 
as discussed above in rejection of claim 1 , and incorporated herein, 

(F) As per claim 6, Ulwick discloses the method discloses additionally comprising the 
step of identifying drivers for said fixed and variable components and costing said 
drivers for said fixed and variable components (Col.3, lines 27-67 to Col.4, line 29). 

The motivation for combining the respective teachings of Morgan and Ulwick are 
as discussed above in rejection of claim 1 , and incorporated herein. 

(G) As per claim 7, Morgan discloses a method of creating a model of a process, 
comprising: identifying activities that comprise the process (Col.4, lines 12-67 to Col. 5, 
line 34); identifying measurable drivers for each of the activities (Col.4, lines 12-67 to 
Col. 5, line 34); costing the drivers (Col.1 7, lines 22-67; Col. 18, lines 65-67 to CoL19, 
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line 3); representing each activity as a function of its drivers (Col.6, lines 14-67 to Col. 7, 
line 39). 

Morgan does not explicitly disclose representing a relationship between various 
drivers to reflect interdependence between activities; and building a function that 
represents the process by using the relationships. 

However, these features are known in the art, as evidenced by Ulwick. In 
particular, Ulwick suggests representing a relationship between various drivers to reflect 
interdependence between activities (See Ulwick, Col.1, lines 14-67 to Col. 2, line 22); 
and building a function that represents the process by using the relationships (See 
Ulwick, Col.1, lines 14-67 to CoL2, line 12). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Ulwick within the system of Morgan with the 
motivation of providing business strategy, develop new and improved products, identify 
marketing channels, and identify product features that will deliver the most value to the 
customer (See Ulwick, Col. 12, line 7-15). 

(H) As per claim 13, Morgan discloses a method, comprising: identifying activities 
that comprise a process (Col.4, lines 12-67 to Col. 5, line 34); identifying measurable 
drivers for each of the activities (Col.4, lines 12-67 to Col. 5, line 34); costing the drivers 
into at least one of fixed and variable components (Col. 17, lines 22-67; Col. 18, lines 65- 
67 to Col. 19, line 3); identifying drivers used in more than one activity (Col.4, lines 12-67 
to Col.5, line 34). 



Application/Control Number: 09/648,861 Page 7 

Art Unit: 3626 

Morgan does not explicitly disclose representing the relationship between 
identified drivers to reflect interdependence between activities; and building a function 
that represents the process by using the relationships. 

However, these features are known in the art, as evidenced by Ulwick. In 
particular, Ulwick suggests representing a relationship between various drivers to reflect 
interdependence between activities (See Ulwick, Col.1, lines 14-67 to Col. 2, line 12); 
and building a function that represents the process by using the relationships (See 
Ulwick, Col.1, lines 14-67 to Col.2, line 12). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Ulwick within the system of Morgan with the 
motivation of providing business strategy, develop new and improved products, identify 
marketing channels, and identify product features that will deliver the most value to the 
customer (See Ulwick, Col. 12, line 7-15). 

(I) Claim 18 differs from claims 1, 7 and 13 by reciting a computer-readable medium 
encoded. 

As per this limitation, it is noted that Morgan discloses a computer program embodying 
a model of a process of the type comprised of a plurality of activities (See Morgan, 
Col. 3, lines 41-67 to Col. 4, line 67) and Ulwick discloses comprising: a series of 
instructions expressing the process as a function of variables that are drivers for more 
than one activity (See Ulwick, Col.1, lines 13-67 to Col.2, line 67). 
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Thus, it is readily apparent that these prior art system utilize a computer-readable 
medium encoded to perform their specific function. 

The remainder of claim 18 is rejected for the same reason given above for claims 
1, 7 and 13, and incorporated herein. 

(J) As per claim 20, Ulwick discloses the medium wherein the variables include fixed 
and variable components of said drivers (Col.1, lines 30-67; Col. 3, lines 27-67). 

The motivation for combining the respective teachings of Morgan and Ulwick are 
as discussed above in rejection of claims 1, 7, 13 and 18, and incorporated herein. 

(K) Claim 21 differs from claims 1,7, 13, and 18 by reciting a system. 

As per this limitation, it is noted that Morgan discloses a computer (Col. 3, lines 
41-67); input and output devices in communication with said computer, and a memory 
encoded with a computer program embodying a model of a process of the type 
comprised of a plurality of activities (Col. 3, lines 41-67 to Col. 4, line 67) and Ulwick 
discloses said computer program comprising a series of instructions expressing the 
process as a function of variables that are drivers for more than one activity (See 
Ulwick, Figs.17, 18; Col.21, lines 57-67 to Col.22, line 67). 

Thus, it is readily apparent that these prior art system utilize a system to perform 
their specific function. 

The remainder of claim 21 is rejected for the same reason given above for claims 
1, 7, 13, and 18, and incorporated herein. 
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(L) Claim 24 differs from claims 1, 7, 13, 18 and 21 by reciting a computer readable- 
medium encoded the process in terms of variables for drivers for a single activity. 

As per this limitation, it is noted that Morgan discloses a computer program 
embodying a model of a process of the type comprised of a plurality of activities (See 
Morgan, Col. 3, lines 41-67 to Col. 4, line 67) and Ulwick discloses comprising: a series 
of instructions expressing the process in terms of variables that are drivers for more 
than one activity (See Ulwick, Col.1, lines 13-67 to Col. 2, line 67). 

Thus, it is readily apparent that these prior art system utilize a computer-readable 
medium encoded to perform their specific function. 

The remainder of claim 24 is rejected for the same reason given above for claims 
1, 7, 13, 18 and 21, and incorporated herein. 

(M) Claim 27 differs from claims 1,7, 13, 18, 21 and 24 by reciting a system, 
variables for drivers for a single activity. 

As per this limitation, it is noted that Morgan discloses comprising: a computer; 
input and output devices in communication with said computer, and a memory encoded 
with a computer program embodying a model of a process of the type comprised of a 
plurality of activities (Col. 3, lines 41-67 to Col.4, line 67) and Ulwick discloses said 
computer program comprising a series of instructions expressing the process as a 
function of variables that are drivers for more than one activity and variables for drivers 
for a single activity (See Ulwick.Figs.17, 18; Col.21, lines 57-67 to Col. 22, line 67). 
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Thus, it is readily apparent that these prior art system utilize a system, variables 
for drivers for a single activity to perform their specific function. 

The remainder of claim 27 is rejected for the same reason given above for claims 
1, 7, 13, 18, 21, and 24, and incorporated herein. 

(N) Claim 30 differs from claims 1, 7, 13, 18, 21, 24 and 27 by reciting a method of 
optimizing a process. 

As per this limitation, it is noted that Morgan discloses comprising: selecting at 
least one objective (Col. 5, lines 4-55) and Ulwick discloses minimizing, for said selected 
objective, a function that represents the process in terms of variables that are drivers for 
more than one activity within the process (Col. 7, lines 10-67 to Col. 8, line 67). 

Thus, it is readily apparent that these prior art system to utilize a method of 
optimizing a process to perform their specific function. 

The remainder of claim 30 is rejected for the same reason given above for claims 
1, 7, 13, 18, 21, 24, and 27, and incorporated herein. 

(O) As per claim 31 , Ulwick discloses the method additionally comprising the step of 
reconstructing the physical model based on the results of said minimizing step (Col. 7, 
lines 51-67 to Col. 8, line 67). 
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The motivation for combining the respective teachings of Morgan and Ulwick are 
as discussed above in rejection of claims 1 , 7, 1 3 t 18, 21 1 24 and 27, and incorporated 
herein. 

(P) As per claim 32, Ulwick discloses the method additionally comprising the step of 
selecting a set of constraints to be used in said minimizing step (Col. 17, lines 21-67). 

The motivation for combining the respective teachings of Morgan and Ulwick are 
as discussed above in rejection of claims 1, 7, 13, 18, 21, 24 and 27, and incorporated 
herein. 

(Q) Claim 33 differs from claims 1 , 7, 13, 18, 21 , 24, 27, and 30 by reciting a method 
of optimizing a process, and variables that are drivers for a single activity within the 
process. 

As per this limitation, it is noted that Morgan discloses comprising: selecting at 
least one objective (Col. 5, lines 4-55) and Ulwick discloses minimizing, for said selected 
objective, a function that represents the process in terms of variables that are drivers for 
more than one activity within the process (Col. 7, lines 10-67 to Col. 8, line 67). 

Thus, it is readily apparent that these prior art system to utilize a method of 
optimizing a process to perform and variables that are drivers for a single activity within 
the process their specific function. 

The remainder of claim 33 is rejected for the same reason given above for claims 
1, 7, 13, 18, 21, 24, 27, and 30, and incorporated herein. 
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(R) Claim 36 differs from claims 1, 7, 13, 18, 21, 24, 27, 30, and 33 by reciting a 
computer-readable medium encoded with instructions. 

As per this limitation, it is noted that Morgan discloses when executed by a 
computer, perform a method comprising: selecting at least one objective (Col. 5, lines 4- 
55) and Ulwick discloses minimizing, for said selected objective, a function that 
represents the process in terms of variables that are drivers for more than one activity 
within the process (Col.7, lines 10-67 to Col. 8, line 67). 

Thus, it is readily apparent that these prior art system to utilize a computer- 
readable medium encoded with instructions to perform their specific function. 

The remainder of claim 36 is rejected for the same reason given above for claims 
1, 7, 13, 18, 21, 24, 27, 30, and 33, and incorporated herein. 

(S) Claim 39 differs from claims 1 , 7, 1 3, 1 8, 21 , 24, 27, 30, 33, and 36 by reciting a 
computer-readable medium encoded with instructions and variables that are drivers for 
a single activity within the process. 

As per this limitation, it is noted that Morgan discloses when executed by a 
computer, perform a method comprising: selecting at least one objective (Col. 5, lines 4- 
55) and Ulwick discloses minimizing, for said selected objective, a function that 
represents a process in terms of variables that are drivers for more than one activity 
within the process (Col.7, lines 10-67 to Col. 8, line 67). 
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Thus, it is readily apparent that these prior art system to utilize a computer- 
readable medium encoded with instructions and variables that are drivers for a single 
activity within the process to perform their specific function. 

The remainder of claim 39 is rejected for the same reason given above for claims 
1, 7, 13, 18, 21, 24, 27, 30, 33 and 36, and incorporated herein. 

(T) Claims 8-12, 14-17, 19, 22-23, 25-26, 28-29, 34-35, 37-38 and 40-41 recite the 
underlying process steps of the elements of claims 2-6, 20, and 31-32, respectively. As 
the various elements of claims 2-6, 20, and 31-32 and have been shown to be either 
disclosed by or obvious in view of the collective teachings of Morgan and Ulwick, it is 
apparent that the apparatus disclosed by the applied prior art performs the recited 
underlying functions. As such, the limitations recited in claims 8-12, 14-17, 19, 22-23, 
25-26, 28-29, 34-35, 37-38 and 40-41 are rejected for the same reasons given above 
for the method claims 8-12, 14-17, 19, 22-23, 25-26, 28-29, 34-35, 37-38 and 40-41, 
and incorporated herein. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not applied art teaches computer-implemented 
product development planning method (6,233,493) and group management service 
support method for buildings, support device, support system, and computer program 
storage medium (2002/0178040). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 703-305- 
4952. The examiner can normally be reached on 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 703-305-9643. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
305-7687 for regular communications and 703-305-7687 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1113. 
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